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In the United States Court of Appeals for the 
District of Columbia 


Appeal No. 7978 


Naamlooze Venootschafs: W. A. Scholtens Chemische 

Fabrieken, appellant 

V, 

Conway P. Coe, Commissioner of Patents, appellee 


APPEAL FROM THE JUDGMEyT OF THE DISTRICT COURT OF THE 
UNITED STATES FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 

This is an appeal from the judgment of the District Court 
of the United States for the District of Columbia (App. 7)* dis¬ 
missing appellant's complaint brought under Section 4915 R. S. 
(U. S. C., title 35, sec. 63) to authorize the Commissioner of 
Patents to issue to appellant a patent containing claims num¬ 
bered 3, 4, 5, 9 and 10 of the application of Moller, Serial No. 
102,047. 

APPELLANT'S APPLICATION 

Appellant's application (App. 23) discloses a process of mak¬ 
ing starch from potatoes in which whole and unpeeled potatoes 
are subjected to the action of a bleaching agent such as hypo¬ 
chlorite and are then comminuted and converted into starch. 

DUTCH PATENT NO. 31,303 

The Dutch patent No. 31,303 (App. 55) discloses a method 
of forming starch from potatoes, which is identical with that 

•Note.— The numbers in pnrentheses refer to pages in appellant’s ap¬ 
pendix. 
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herein claimed in all respects except that the potatoes are not 
bleached prior to the starch-forming operations. 

THE PATENTS TO SIEMENS, VERLEY, AND UHLAND 

The British patent to Siemens, No. 24,455 of 1895, and 
the French patents to Verley, No. 330,914, and Uhland, No. 
641,277, (App. 45 to 55) disclose the use of hypochlorite so¬ 
lutions in the bleaching of starch products formed from 
potatoes. 

ECKLAND PATENT 

The patent to Eckland, No. 1,000.726, (App. 41) discloses 
a process of preparing starch from ^^grains, tubers and other 
starch-bearing material’' in which the material from which 
the starch is to be formed is subjected to the action of a 
bleaching agent, such as ozone, prior to its comminution. 

THE APPEALED CLAIMS 

The appealed claims are found on pages 26 and 27 of ap¬ 
pellant’s appendix. 

SUMMARY OF ARGUMENT 

1. The appealed claims cover nothing more than the ad¬ 
dition of a bleaching step to the process of the Dutch patent. 

2. The bleaching of potato flour and of potatoes which are 
to be converted into flour is old in the art. 

3. Under these circumstances no invention is involved in 
the addition of this conventional bleaching step to the process 
of the Dutch patent. 

ARGUMENT 

Dutch patent No. 31,303 fully discloses the entire process 
covered by the claims here in issue with the exception of the 
bleaching step. This appears from the third finding of fact 
(App. 6), which has not been challenged by the appellant and 
was also conceded by the appellant’s witness Horstung (App. 
20). Accordingly the sole issue presented here is whether or 
not it involves invention to subject the potatoes used in the 
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process of the Dutch patent to the bleaching action of an 
agent, such as a hypochlorite, prior to the initiation of the 
starch-forming process. 

The, bleaching of any product which is considered to be ob¬ 
jectionably dark would appear to be an obvious step even in 
the absence of specific prior art disclosure. Moreover, it is 
common practice to bleach starches, and such bleaching of 
starches formed from potatoes is clearly disclosed by the pat¬ 
ents to Siemens, Verley and Uhland. The bleaching agents 
used in these patents are hypochlorites of the type disclosed in 
appellant's application and recited in the appealed claims. No 
new result is alleged from the use of these agents which simply 
perform their old bleaching function in the old and well-known 
manner. 

Moreover, the bleaching of whole potatoes prior to 
their conversion into starch is thought to be clearly disclosed 
in the Eckland patent. On page 2 of this patent, lines 17 to 23, 
there is described a preliminary treatment with ozone of the 
grain which is to be converted into starch. While the example 
there specifically described relates to grain, it is stated in the 
second paragraph on page 1 of the patent, that the invention 
relates to processes for the treatment of '^grains, tubers and 
other starch bearing material,'' and it is evident therefore that 
the reference to grains on page 2 is by way of example only, 
and that the process described may equally well be used with 
potatoes. Further, claim 2 of the patent recites a process of 
treating ''grains, tubers and starch bearing products which 
consists in subjecting the material to the action of a bath sat¬ 
urated with ozone for a predetermined time, reducing the mate¬ 
rial to a pulp and separating the starch from said pulp." It 
seems evident that the process defined by this claim definitely 
contemplates the bleaching of the tuber or other product prior 
to its being reduced to pulp. Such preliminary treatment 
therefore would be applied to the whole and unpeeled potato, 
there being no reference in the patent to any peeling of the 
potato, and the bleaching being described as a preliminary step. 
The bleaching agent specifically mentioned by Eckland is ozone, 
and appellant has contended that this agent could not success¬ 
fully be used in the bleaching of potatoes. However, Eckland 
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clearly discloses the use of a bleaching step as a preliminary to 
starch forming, and the specific bleaching agent used in this step 
is merely a matter of choice. The hypochlorites referred to in 
appdlant^s application are conventional bleaching agents for 
the type of material involved, and there would be no invention 
in substituting them for ozone if the latter were found to be 
unsatisfactory. 

It thus appears that the bleaching of potato fiour and of 
whole potatoes w’hich are to be formed into fiour are well-known 
steps in the prior art. No new or unexpected result is produced 
wheh this step is employed in the process of the Dutch patent. 
Applicant merely decided that it would be desirable to give the 
starch resulting from the product of the Dutch patent a lighter 
color, and thereupon employed for this purpose the conven¬ 
tional bleaching agents which had previously been used in the 
bleaching of similar products. 

CONCLUSION 

It is submitted that the appealed claims cover nothing more 
than the addition of a conventional bleaching step to the proc¬ 
ess of the Dutch patent and that such addition would involve 
no invention in view of the prior art. It is therefore believed 
that the lower court properly held the claims to be unpatentable 
and that its judgment should be affirmed. 

W. W. Cochran, 

Solicitor, U. S. Patent Office, 

I Attorney for Appellee. 

E. L. Reynolds, 

Of Counsel. 

September 1941. 
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